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It u not clear, how da is 
structure? Thelocalki 



vessels, but not necessarily the vessels thernkf ves. The population is positively 
claims, and members o tithe population are : sjta*ed to be at various, clearly specified, locations. 

1 i j ';i ! ' ![ | 

Thus, tlie location of tiife members |of Hie pcgpplation is a positive limitation on the claimed 



of vessels. The vesse is 



ths other locations, ju: Jt like the portion [of il 
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in Richmond, differini 

If their structure is 
limitation? ThepateJ 
limitations of a claim 
is patentable over the | 
claimed invention. S 



populations of vessels. ! kn andogywould- 

'I ij I ft 

Vr&inia to Richmond, jv irginia. Thbse! gebf 

,B -a i! « 

,; I ! I , \ 

Do the vessels at the dfetributiori:atatioa:sWcturally differ from the vessels at the testing 
laboratory? The stra^ire of the yesselis istifcfined by all of the limitations of the claim 
language. Thus, a phr ii e such as ';iaci t |ha^lg a wireless electronic memory tag attached to 
this vessel" in the claini language iisj a limitajion on the structure of vessels so described. 
Ls-nguage describing d; location b^the've^ils limits the structure of the claimed populations 

iot differentiated structurally from the vessels at 
road in Alexandria can be just like the portion 



Claims 1^44 were rejected under 35 U S.C 112, second paragraph as being indefinite 
for failing to particularly point out add distincdy claim the subject matter of the invention, hi 
support of this rejection! the Office |ctibn poles a series of questions regarding the claimed 
subject matter. The questions are cd|pied;beic w with responses and explanations: 



the locat^o'n ojf thjf |cssels at different facilities limit their 

of the vessels limit* Ihe structure of the claimed population of 



r recited in the 



[to claim a road extending from Alexandria, 
iphic locations structurally define the road. 



at each location are 
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in their locations 

ill'. ' 
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e same, then it 

■ 'Hi 

ible value ' of any ciySon limitation is the same. If each of the 
not taught; or 



is not 



iorart. tfijact jap !p: 



hecifically, \jrhere 
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vessels, located at thejivarious specified 
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clear, what is the patentable value of this 



sugg : fted by the prior art, then the claimed invention 

. — patent law applies equally to the applicant's 
a pH iir art reference does not disclose a population of 
Iocs: ions, the reference does not anticipate the 
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a population" so 



described. To continue the analogy, a road wholly 



ot anticipate a road Extending from Alexandria to Richmond. 




ion, and transportable! 



ilanguag 



If <hc vessels are movi 
The language of the cl 
vessels are located. Th 
ore inary skill in the art 
member of a populatio: 
are met with respect to 
of Claims 1-44 for ind$: 

Claims 1-4, 6- 
102(e) as being anticip 
anticipated only if eac 
inherently described, 
Union Oil Co. of Call 
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g and chaiJjgpig th,eij 

is describes a speci) 

li 

vessels are rranspc 

x?uld have'Jifi> trputak 

■ir- ■! ' Jk 
of vessels are lq 

lat element 

iteness is 



ji'such th; 



Mo rcover, it is not cles \v 9 if the san e vessels should always be present at these particular 
locations, or these vcdls arc moving from lope place to another? The language of a claim 

ill ii " * * i 

defines tbe invention. The claimed indention is.not limited to vessels either remaining at or 

jjne facility ti lanother 



the Petrick reference ti &Where discipfcesi a di^fenostic specimen system comprising a 

li • li | i i i i 



pc pulation of specimt 
specimen collection fi 
thit, in support of the 
explaining the Petrick 
a specimen collection 
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9-12, 14-lf 
Lted by US r^teinlt No 
ernent 



||f tfae claim. See MPEP § 2173.02. Thus, the rejection 
improper 



and every e 
a single pri!;»r aijtjre 
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The claimed vessels are located at one 
to another. Thus, the scope of the claims is 
tbe public will have no problem determining 
jee MPEP §2173 

location, how can such a system be definite? 

jc location at which members of a population of 
(ble to another location. Thus, a person of 
determining the scope of the claims. Where 
al the specified location, the claim conditions 



tod should be withdrawn. 



. I 



, 36-41, and 44 were rejected under 35 LLS.C 
'6,535,129 Bl to Petrick. However, a claim is 
as set forth in the claim is found either expressly or 
teLnce. MPEP § 2131 citing Verde gaal Bros. v. 
S;3t, 2USPQ2d 1051, 1053 (Fed. Cir. 1987). But 



1 

.vessels i^iyding nfe;;abers located at a vessel distribution facility, a 
:3Sting laboratory. This is evidenced by the fact 
Ejection, thej[@£fice Lition includes an entire page of single-spaced text 

Jwiliolt bile i referring to either a vessel distribution facility, 

it II j I ' I ' [ 

iicility, oijajlpeicimeijL iesting laboratory. Each and every element of 
! 
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vessels located at and tr aisportable between 



collection Facility, and 



jbpecimen testing labp 
sarr.e patentable inventi 3n is not being claim ejc, and Applicant is entitled to use 37 CFR § 



1.1:11. 

With respect to 
13 jure obvious in view 
Petrick reference does 
70^02(j). Therefore, 



obviousness, the Office Action has asserted that only claims 5, 8, and 



Petrick reference, assur jjing that the reference 



application does not ckibi the same patentable 1 invention as the Petrick reference, and 



declarations previously 
application are appropr 
In addition, CI; 
35 U.S.C. 102(b) as bei 
refisrence does not teac 
specimen vessels inch* 
collection facility, and 
to each vessel such thai 
between facilities. B 



63 that electronic mem sry labels are . fixed on 
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indention. Counsel ha: 
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the claimed invention cqnnot be found in ihe) reference. Thus, the reference clearly does not 
anticipate the claims. 



Office Action states that the declarations previously submitted as 



art to the application are not appropriate 



reference is not prior 

because the application [claims the same patenljable invention as the Petrick reference. 
According to MPEP § 1 15.05, the appjhcationj discloses the "same patentable invention" if its 
claims are either identic ll to or obvious in vi ew of the claims of the Petrick reference. The 



i fornL, 



not 



I. 



Petrick, but 

fot teach or suggest all 

I : J - 

£ claimed invention is 



ubmitted as evident 



>r kte. 
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i 



his 1,6-7, 9-10, 14 



eijle; 



(Jfij 



the population of biomedical specimen collection 



vessel distribution facility, a specimen 
ratory facility claimed by Applicant. Thus the 



these rejections are likewise improper because the 
of the claim limitations. See MPEP § 
not identical to or obvious in view of the 
is prior art to the application. So the 



that the Petrick reference is not prior art to the 



15 j 18-19, 21,40-41, and 44 were rejected under 



L g anticipated by US !Pjatent No. 5 ,777,303 to Berney. The Bemey 
or suggest! a'diagric sti]c specimen system comprising a population of 
ng members' located tit a vessel distribution facility, a specimen 
specimen testing labjcttatory, and an electronic memory tag attached 
£he tag remains attached to the vessel as the vessel is transported 
"iy explicitly discloseiij at Col 1, Line 34 and again at Column 1, Line 
test tubes in a testing laboratory at the time of 



ce Action: asserted 



1nat the elements aTe an intrinsic feature of the 



conducted ail "electtDriic search of the entire MPEP and cannot find 
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a reference upon which an anticipation 



I "intrinsic"' describing ; 
rejection is based, Appiently, the Office Ac&jon means to assert that the claimed elements 
are "inherently"*' disciosi j i by the reference. ' However, to establish inherency, the reference 



allegedly inherent 



the disclosure, much les s, necessarily present 



memory tag is affixed < 
the wireless electronic 



necessarily present, as inquired for inherency 



: characteristic is necessarily present in the 
disclosure. MPEP § 21 ! 2 (IV.). With regardjlo the Berney reference, the allegedly inherent 
characteristic, i.e. the clafimed location of the vessels, is in no way, shape, or form present in 



cji; 
i 



rejections over the Ben 
Claims 1, 6-7, ! 
U.S. Patent No. 5,777,: 
However, the Petrick 



y during analysis 



The reference discloses tliat the electronic 
ii specimen in a lab, The claimed structure of 



emory tag of the; invention is not present and especially not 



iy reference are improper and should be withdrawn. 



10, 14-15, 1849-and 



more other references, 
teash or suggests all of 



21 were rejected under 35 U.S.C. 103(a) over 



3 to Berney in view pf U.S. Patent No. 5,135,313 to Bowman. 

or suggest all of the claim limitations of the 



erence does not teach. < 
claims. Specifically, th i reference does not enclose the respective locations and 
transportability of the \ e ssels. Tnus, thejobvjous rejection is improper and should be 
withdrawn. See MPEP [ 706.02(j). " 

Each of the ind< ! >endent claims of the' 



either the Petrick or Be Hiey reference; or dael of the references in combination with one or 



the application. Thus t c e rejections 1 are improper, and the independent claims and their 
dej>endents are in condr ion for allowance. 
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application were rejected as unpatentable over 



either the PetrickJj hot Berney, nor any of the other cited references 
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